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DETAILED ACTION 

1 . In view of the Appeal Brief filed on September 19, 2006, PROSECUTION IS 
HEREBY REOPENED. A new ground of rejection is set forth below. 

To avoid abandonment of the application, appellant must exercise one of the 
following two options: 

(1) file a reply under 37 CFR 1.1 1 1 (if this Office action is non-final) or a reply 
under 37 CFR 1 . 1 1 3 (if this Office action is final); or, 

(2) request reinstatement of the appeal. 

If reinstatement of the appeal is requested, such request must be accompanied by 
a supplemental appeal brief, but no new amendments, affidavits (37 CFR 1.130, 1.131 or 
1.132) or other evidence are permitted. See 37 CFR 1.193(b)(2). 

2. Claims 80-90, and 109-1 16 are now pending. 

Double Patenting 

3. The Applicant has agreed to file a terminal disclaimer for Patents to US 6,694,336 
and US 6,671,757 issued to Multer et al. as submitted in the Appeal Brief page footnotes. 
The Examiner kindly requests the filing of the Terminal Disclaimers in response to this 
office action. 

4. The Double Patenting rejections against Multer et al. 'sU.S. Patents No. 
6,757,696 B2 and Patent No. 6,738,789 B2 and Patent No. 7,007,041 (corresponding to 
Patent application No. 09/753,643) are hereby withdrawn. 
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5. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 F.3d 
1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. 
Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 
422 F.2d 438, 164 USPQ 619 (CCPA 1970); and, In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be 
commonly owned with this application. See 37 CFR 1 .130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply 
with 37 CFR 3.73(b). 

6. Claims 80-90, and 109-1 16 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-69 of Multer et 
al U.S. Patent No. 6,694,336 Bl. Although the conflicting claims are not identical, they 
are not patentably distinct from each other because the claims are arguably broader than 
claim 1 of Multer et al. '336 which encompasses the same metes, bounds, and limitations. 
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Therefore, it would be obvious to eliminate the limitations of the narrower claims, since it 
has been held that omission of an element and its function and a combination where the 
remaining elements perform the same functions as before involves only routine skill in 
the art. See In re Karlson, 136 USPQ 184. 

7. Claims 80-90, and 109-1 16 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-29 of Multer et 
aL U.S. Patent No. 6,671 ,757 Bl . Although the conflicting claims are not identical, they 
are not patentably distinct from each other because the claims are arguably broader than 
claim 24 of Multer et al. '757 which encompasses the same metes, bounds, and 
limitations. Therefore, it would be obvious to eliminate the limitations of the narrower 
claims, since it has been held that omission of an element and its function and a 
combination where the remaining elements perform the same functions as before 
involves only routine skill in the art. See In re Karlson, 136 USPQ 184. 

Claim Objections 

8. Claims 80, 82-84, 87, 90, and 109 are objected to because of the following 
informalities: 

Claim 84, line 1 contains a typo behind the word "output" which appears to be 
numeral "1" and should be deleted. Appropriate correction is required. 
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Claims 80, 82, 83, 90, and 109 all recite the intended use "for" i.e. "for 
comparing" . . . "for forwarding". . .etc. Intended use recitations do not carry patentable 
weight since they never have to occur/happen. Claims should be amended to recite more 
firm and positive language (i.e. "to", "is", "that"). Appropriate correction is required 

Claims 81, and 87, line 2, both recite, "operatively coupled" which is passive 
recitation of a capability of the system and no a functionality. Capabilities are optional 
and do not have to take place. The recitation should be amended to be more direct and 
functional such as "configured to" or simply to delete the "operatively". 

Claim Rejections - 35 USC § 112 

9. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

10. Claims 80-88, and 90 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 80 recites the limitation "the personal computer" in line 3. There is 
insufficient antecedent basis for this limitation in the claim. 



Claim 80 recites the limitation "the computer" in line 4. There is insufficient 
antecedent basis for this limitation in the claim. 
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Claim 87 recites the limitation M the second synchronizer" in line 3. There is 
insufficient antecedent basis for this limitation in the claim. 

Independent claim 80, line 7, recite "network coupled server", while dependent 
claim 81, line 2, introduces a new recitation of "server" by reciting "at least one storage 
server" therefore making it unclear whether the "network coupled server" is a different 
use "server" or in fact the one and the same as the "network server" in claim 80, if so, 
correction is required. If in fact they are different a distinction needs to be clarified in the 
claims as to what constitutes part of the synchronizer system sought to be claimed in the 
pre-amble of claim 80. The preamble states a "synchronizer... comprising" indicating the 
synchronizer contains "computer code" and "transaction generator" and its also coupled 
to a network server. However, claim 81 indicates that the synchronizer is actually 
coupled to a storage server. Is the language meant to indicate, "further coupling"? As in 
the synchronizer is coupled to both sets of servers? And do they both receive the 
difference transaction? 

Claims 81, 87, and 88 recite the limitation "said difference transaction" in various 
lines. There is insufficient antecedent basis for this limitation in the claim. Is the 
reference being made to "said binary difference transaction"? If so, it should be stated as 
such in the claims for consistency. 
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Claims 82, 83, and 85, recite the limitation "said device" in various lines. There 
is insufficient antecedent basis for this limitation in the claim. Is the reference being 
made to "said other network coupled processing device"? If so, it should be stated as such 
in the claims for consistency. 

Claim 83, line 2, recite, "updating the record" without any further indication to 
which record is being updated? There was never a prior mention of a record existing on 
the "other network coupled processing device"; instead the only reference made in 
preceding claims was stating the record as being stored on "personal computer" which is 
not considered to be one and the same as the "other network coupled processing device" 
(further emphasized by appellant's arguments in the brief page 1 1); thus, making the 
claimed recitation it vague and indefinite and lacking clear distinction. 

Claim 87; initially recite a structure of how the synchronizer is coupled to a 
storage via a network. However, in the very last sentence, the claim shifts towards 
referencing a "second synchronizer" without any grammatical transition or any prior 
reference to the existence of "said second synchronizer". Correction is required. 

Claim 90 recite "one file.. . includes Xdelta" which is vague and indefinite. 
There's no explanation or definition to how X i.e. the difference of yet the original 
difference (i.e. the delta) was achieved since there was no preceding mention of a "delta" 
file to start with. The only preceding reference was made with respect to "difference 
transaction" not a "delta file". There's no calculation or presentation of an "Xdelta" being 
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preformed. "Binary difference" is being interpreted to mean a "delta" between files. If the 
applicant intended to claim: "difference data for the delta file" as argued in the brief page 
10; then the claims should be amended to recite such definition. Appropriate correction 
and clarification is required. 

Claims 84-86 are rejected under 35 U.S.C. 1 12, second paragraphias failing to set 
forth the subject matter which applicant(s) regard as their invention. Evidence that 
claims 84-86 fail(s) to correspond in scope with that which applicant(s) regard as the 
invention can be found in the brief filed 9/19/2006. In that paper, applicant has stated 
"first and second binary differencing engines" are separate entities, and this statement 
indicates that the invention is different from what is defined in the claim(s) because as 
Applicant's Figure 9b indicates that there are two synchronization servers 980, and 982 
residing in a data center. They are two separate entities and not part of each other. In 
contrast, the preamble of claim 80 sates "A synchronizer... comprising" then dependent 
claims 84-86, recite "The synchronizer of claim 1, wherein the output is coupled to a 
second synchronizer" which is misleading in scope since one synchronizer can't possibly 
include another synchronizer server making the claim language confusing and hard to 
interpret and it also provides for misleading use of the word "network". The preamble of 
claim 80 should be amended to for example state a "synchronizer system" or the 
dependent claims should be amended to state that the "output of the first synchronizer is 
further coupled to a second synchronizer". Clarification is required. 



Claim Rejections - 35 USC §102 
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1 1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent granted 
on an application for patent by another filed in the United States before the invention by the applicant 
for patent, except that an international application filed under the treaty defined in section 35 1(a) shall 
have the effects for purposes of this subsection of an application filed in the United States only if the 
international application designated the United States and was published under Article 21(2) of such 
treaty in the English language, 

12. Claims 80-87, 90, and 109-116 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Zondervan et al. (U.S. Patent No. 6,516,327 Bl). 

As to claim 80, Zondervan et al. discloses a synchronizer provided on a 
networked coupled processing device comprising: 

computer code for comparing at least one file on the personal computer and a 
record of the file on the computer, and providing binary differencing data between the 
file and the record of the file (See column 3, lines 12-21); and 

a transaction generator providing at least one binary difference transaction 
including said binary differencing data to an output for forwarding to a network coupled 
server, the server using the binary differencing data to synchronize at least one other 
network coupled processing device (See column 4, lines 21-45). 

As to claim 81, Zondervan et al. discloses wherein the output is coupled to a 
network, and the synchronizer is operatively coupled to at least one storage server via the 
network, the storage server receiving said difference transaction from said synchronizer 
(See Figure 1, shows network, server, and devices, also see Figure 6A, and 6B). 
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As to claim 82, Zondervan et al. discloses wherein the synchronizer receives at 
least one binary difference transaction from the storage server, and further including 
computer code for applying the received difference transaction to the at least one file on 
the device (See Figure 8, 230). 

As to claim 83, Zondervan et al, discloses wherein the synchronizer includes code 
for updating the record of the file on the device subsequent to applying the received 
difference transaction (See Figure 10, 276). 

As to claim 84, Zondervan et al. discloses wherein the output is coupled to a 
second synchronizer and the binary difference transaction is provided to said second 
synchronizer (See Figure 1, shows network, server, and devices, also see Figure 6 A, and 
6B). 

As to claim 85, Zondervan et al. discloses wherein the second synchronizer is on 
said device (See Figures 6A and 6B, wherein two different devices with two different 
synchronizers across a network). 

As to claim 86, Zondervan et al. discloses wherein second synchronizer is coupled 
to a network, and the output of the transaction generator is coupled to the network and the 
second synchronizer (See Figure 1, shows network, server, and devices, also see Figure 
6A, and 6B). 
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As to claim 87, Zondervan et aL discloses wherein the output is coupled to a 
network and the synchronizer is operatively coupled to at least one storage server via the 
network receiving said difference transaction from said synchronizer via the network and 
the second synchronizer is coupled to the storage server (See Figure 1, shows network, 
server, and devices, also see Figure 6A, and 6B). 

As to claim 90, Zondervan et al. discloses wherein the computer code for 
comparing at least one file on the personal computer includes Xdelta (See column 12, 
lines 55-67). 

As to claim 109, Zondervan et al. discloses a synchronizer provided on a network- 
coupled server, comprising: 

computer code for comparing at least one file on a network coupled device in 
communication with the network coupled server and extracting binary differencing data 
representing the difference between the file and a record of the file (See column 13, lines 
5-25); and 

a transaction generator providing at least one transaction including said binary 
differencing data to an output of the network coupled server (See column 14, lines 29-52, 
wherein the output could be transmitted back the originating device on the network). 
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As to claim 110, Zondervan et al. discloses wherein the record of the file is 
provided on the network coupled device (See Figure 1, shows network, server, different 
devices connected, also see Figure 9, 252). 

As to claim 111, Zondervan et al. discloses wherein the record of the file is 
provided on the network coupled server (See Figure 1, shows network, server, different 
devices connected, also see Figure 9, 252). 

As to claim 1 12, Zondervan et al. discloses wherein the record of the file is a 
previous version in time of the file (See column 7, lines 20-31). 

As to claim 1 13, Zondervan et al. discloses wherein the synchronizer further 
includes application code to modify a second version of the file by applying said binary 
differencing data to the second version of the file (See column 13, lines 5-25, wherein 
delta and second version is taught). 

As to claim 1 14, Zondervan et al. discloses wherein the second version of the file 
is on a second network coupled device (See Figure 1 , shows network, server, different 
devices connected, also see Figure 9, 252). 



As to claim 1 15, Zondervan et al. discloses wherein the second version of the file 
is on the network coupled server (See Figure 1, also see column 12, lines 1-20). 
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As to claim 1 16, Zondervan et al. discloses a binary differencing synchronization 
system, comprising: 

at least a first binary differencing engine coupled to a first network coupled 
device (See Figure 6A); 

at least a second binary differencing engine coupled to a second network coupled 
device (See Figure 6B); and 

a storage device coupled to the first and the second network coupled devices 
storing binary differencing data from and outputting binary differencing data to said at 
least first and second binary differencing engines (See Figure 1, shows network, server, 
different devices connected, also see Figure 9, 252, also column 9, lines 51-63). 

Claim Rejections - 35 USC §103 

13. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

14. Claim 88 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Zondervan et al. (U.S. Patent No. 6,516,327 Bl) in view of Lappington et al. (U.S. Patent 
No. 5,519,433). 

As to claim 88, Zondervan et al. does not teach wherein the synchronizer further 
includes an encryption routine encrypting the difference transaction. 
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Lappington et al. teaches wherein the synchronizer further includes an encryption 
routine encrypting the difference transaction (See Lappington et al. column 29, lines 25- 
31). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the teachings of Zondervan et al. with the teachings of 
Lappington et al. to include the synchronizer further includes an encryption routine 
encrypting the difference transaction because it provides for security and authentication. 

15. Claim 89 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Zondervan et al. (U.S. Patent No. 6,516,327 Bl) in view of Morris (U.S. Patent No. 
5,574,906) -Cited in previous office action. 

As to claim 89, Zondervan et al. does not teach wherein the synchronizer further 
includes a compression routine. 

Morris teaches wherein the synchronizer further includes a compression routine 
(See Morris column 6, lines 56-62, also see Morris column 11, lines 33-51). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the teachings of Zondervan et al. with the teachings of 
Morris to include the synchronizer further includes a compression routine because it 
provides for reduced storage space and faster transmission of data. 



Response to Arguments 
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16. Applicant's arguments with respect to claims 80-90 and 109-1 16 have been 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

1 7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Wong et al. (U.S. Patent No. 6,654,746 Bl) teaches workgroup file 
synchronization. 

Benjamin C. Reed, et al. Authenticating Network-Attached Storage. IEEE Jan.- 
Feb. 2000. 

1 8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Neveen Abel-Jalil whose telephone number is 571-272- 
4074. The examiner can normally be reached on 8:30AM-5: 30PM EST. . 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffrey A. Gaffin can be reached on 571-272-4146. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Neveen Abel-Jalil 
November 22, 2006 



